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DETAILED ACTION 

Status of the Claims 

1 . This is the first action on the merits to an application filed on 10/17/03. Claims 1- 
31 are pending. No continuation or provisional is claimed. 

Claim Objections 

2. Claim 29 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. 

The test for a proper dependent claim is whether the dependent claim could 
possibly be infringed by anything which would not also infringe the parent claim. In this 
case, mere possession of a readable carrier configured to be readable to execute 
instructions would infringe the dependent claim, while the method would not necessarily 
be executed, thus infringement of the parent claim is not inherent. In this case, the claim 
appears to not require the instructions for claim 1 to be stored. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. § 101 reads as follows: 

"Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter or any new and useful improvement 
thereof, may obtain a patent therefore, subject to the conditions and 
requirements of this title". 
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4. Claims 29-31 are rejected under 35 U.S.C. § 101 because the claimed invention 
is directed to non-statutory subject matter. 

As to claim 29, 35 USC 101 requires that in order to be patentable the invention 
must be a "new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof (emphasis added). This claims embrace or 
overlap two different statutory classes of invention as set forth in 35 USC 101 . Claim 1 
begins by discussing a method. Claim 29 is to a system, which is an apparatus. "A claim 
of this type is precluded by the express language of 35 USC 101 which is drafted so as 
to set forth the statutory classes of invention in the alternative only", Ex parte Lvell (17 
USPQ2d 1548). 

As to claims 30 and 31 , these claims are directed towards signals and programs, 
neither of which is in a statutory category. Categories that are patentable by statute 
include process, manufacture, machine or composition of matter. The carrier wave is 
not a static medium, but merely a form of energy, and as such is not patentable in itself. 
A computer program is considered to be nonfunctional descriptive material unless it is 
claimed to be stored as executable instructions on a physical medium (not a carrier 
wave). Note that the claim must go beyond the capability or possibility to positively 
recite that the instructions are stored. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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6. Claims 1 -31 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

As to claim 29, it is unclear what statutory class is intended. Is the claim a 
method or an apparatus? The metes and bounds are unclear. 

As to claims 29 and 31 , the word "carrier" is troublesome because of the carrier 
wave problem addressed above. 

As to claims 1 , 15, 30 and 31 , the term "payment product" is unclear. What 
constitutes a payment product? 

As to claims 1, 15, 30 and 31, the last phrase, "wherein the payment processing 
system and the mail facility are local" is not clear. The term "local" is a relative term 
which renders the claim indefinite. How close is local? What do they need to be close 
to? The term "local" is not defined by the claim, the specification does not provide a 
standard for determining the required degree of localness, and one of ordinary skill in 
the art would not be reasonably apprised of the scope of the invention. The metes and 
bounds of the claim are unclear. 

As to claims 13 and 27, the negative limitation "not sent into a regular mail 
channel" is unclear. Regular is a relative term, and there is no standard for determining 
the required degree of regularity. The examiner is unclear as to which mail channels are 
regular and which are not. Is Fedex regular? Further, what is a mail item that is not sent 
by mail? How is this related to the payment product? 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1, 3, 5-8, 10-13, 15, 17, 19-22, 24-27, 29, 30 and 31 are rejected under 
35 U.S.C. 103(a) as being unpatentable over US Patent Application 2003/0200107 filed 
8/8/02 by Allen (provisional 3/13/02.)\ 

As to claims 1,15, 29, 30 and 31, Allen teaches receiving a mail item comprising 
a payment product at a mail facility and identifying a routing code associated with the 
mail item and routing the mail item to a payment processing system based at least in 
part on the routing code (paragraph 41 - 42 page 3). The examiner interprets a mail 
facility to include a facility that receives mail. Allen teaches at the payment processing 
system extracting the payment product from the mail item (paragraph 97 page 7). .Allen 
teaches wherein the payment processing system and the mail facility are local 
(paragraph 52 page 4 and fig 3, which shows the mail facility receiving and extracting 
mail collocated with payment processing). 

Allen teaches electronically transmitting payment data associated with the 
payment product to an intended recipient for processing (image forwarded to collection 
processor) and destroying the payment product at the payment processing system 
(paragraph 95 page 7) but this is in a slightly different embodiment. It would have been 
obvious to a person of ordinary skill in the art at the time of the invention to modify the 
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first embodiment to add electronically transmitting payment data associated with the 
payment product to an intended recipient for processing and destroying the payment 
product at the payment processing system in order to avoid the cost and delay of 
securely moving paper checks. 

As to claims 3 and 17, Allen teaches a routing code comprised of a Post Office 
Box identifier in paragraph 41 page 3. 

As to claims 5 and 19, Allen teaches the payment processing system is located 
at the mail facility (paragraph 52 page 4 and fig 3, which shows the mail facility 
receiving and extracting mail collocated with payment processing). 

As to claims 6, 7, 20 and 21 , Allen teaches the payment data comprises a portion 
of the payment product that is scanned for electronic transmission (image forwarded to 
collection processor, paragraph 95 page 7). 

As to claims 8 and 22, Allen teaches the coupon scanned in claim 16, and 
displayed with the payment product in Fig 9 and paragraph 124 page 9. A person of 
ordinary skill in the art at the time of the invention would understand that the coupon 
and check were transmitted from the payment service center scanner to the collection 
processor where the images are displayed. It would have been obvious to a person of 
ordinary skill in the art at the time of the invention to modify Allen to make explicit a 
payment product electronically transmitted with items associated with the payment 
product in order to reduce tracking and shipping paper and also to keep the coupon and 
check information together for easy reference. 
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As to claims 10, 1 1 , 24 and 25, Allen teaches a recipient (collection processor) 
determining a payment type (acceptable vs returns) based on the payment data, and 
determines an appropriate clearing path, in page 4 paragraph 62. See also paragraph 
83 page 6. 

As to claims 12 and 26, Allen teaches ACH in paragraph 53 page 4 and 
truncating checks in paragraph 108 page 8. A person of ordinary skill in the art at the 
time of the invention would understand truncating to mean replacing the physical check 
with an image replacement document to send via image exchange channels. 

As to claims 13 and 27, Allen teaches an item not sent into regular mail (ACH) in 
paragraph 53 page 4. 

9. Claims 2, 4, 9, 14, 16, 18, 23 and 28 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Allen in view of Official Notice. 

As to claims 2 and 16, Allen does not explicitly teach a zip code. Official Notice is 
taken that it is old and well-known to route mail with a zip code. It would have been 
obvious to a person of ordinary skill in the art at the time of the invention to modify Allen 
to add a routing code comprising a zip code in order to make use of a code that is 
familiar to participants. 

As to claims 4 and 18, Allen does not explicitly teach routing codes comprised of 
numbers and letters. Official Notice is taken that it is old and well-known to use codes 
comprised of letters and numbers. It would have been obvious to a person of ordinary 
skill in the art at the time of the invention to modify Allen to add a routing code 



Application/Control Number: 10/686,628 Page 8 

Art Unit: 3692 

comprising letters and numbers because it would give a greater number of possible 
code values for a given length code to use both. 

As to claims 14 and 28, Allen teaches checks and money orders and other 
payment instruments in the abstract, and corporate and consumer checks in paragraph 
118 page 9. Allen does not explicitly teach cashier checks. Official notice is taken that 
these are old and well-known methods of payment. It would have been obvious to a 
person of ordinary skill in the art at the time of the invention to modify Allen to add 
cashier checks in order to be compatible with contemporary payment forms. 

As to claims 9 and 23, Allen teaches scanning a payment coupon in claim 16. 
Allen teaches scanned correspondence pages in Fig 9 and paragraph 124 page 9. Allen 
teaches electronically transmitting the check as above. Allen refers to information 
associated with the check, but does not explicitly teach remittance advice, a statement 
nor accounts receivable data. Official Notice is taken that this is data commonly 
associated with a payment. It could have been scanned, transmitted and displayed as 
correspondence. It would have been obvious to a person of ordinary skill in the art at 
the time of the invention to modify Allen to explicitly add remittance advice, a statement 
and accounts receivable data in order to keep associated information with the check 
data for easy reference. 

Conclusion 

10. While portions of interest have been indicated, all references should be 
considered for the entirety of their teachings. 
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1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ann Loftus whose telephone number is 571-272-7342. 
The examiner can normally be reached on M-F 8-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kambiz Abdi can be reached on 571-272-6702. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

AL /Kambiz Abdi/ 

Supervisory Patent Examiner, Art 
Unit 3692 



